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This Office Action is in response to the paper filed September 12, 2006. Claims 1-28 have 
been cancelled. New Claims 29-43 are currently pending and are under examination. 

Priority is set to December 26, 2001 . 

Maintenance of Rejections: 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 32 and 33 are again rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. The gene encoding SEQ ID NO: 125, for example, is 
not claimed as isolated or purified and therefore read on a product of nature. 

Applicants urge that new Claims 29 and 30 state that the peptide has been isolated. The 
Examiner agrees, but new claims drawn to the gene have not been stated to be isolated, and 
the gene is not limited to the peptide consisting of a specific sequence. Rather, nucleic acid 
encoding a specific sequence of a larger sequence still encodes the specific sequence. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
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or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent except that an international application 
filed under the treaty defined in section 351 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21 (2) of such treaty in the 
English language. 

Claims 30, 32, 33, 35-40 are again rejected under 35 U.S.C. 102(a or e) as being 
anticipated by Takatsuji etaL (USP 6,215,043; issued April 10, 2001 and filed September 18, 1998). 

Takatsuji et al. teach petunia transcription factor PetSPL2 having Takatsuji et al. SEQ ID 
NO: 2. In Takatsuji et al. SEQ ID NO: 2, amino acid residues 196-203 in the 206 amino acid 
sequence are: 

Asp-Leu-Asp-Leu-Glu-Leu-Arg-Leu 

which comprises instant SEQ ID NO: 126 when Z4 is Glu: 
Asp-Leu-Glu-Leu-Arg-Leu 

and which is or comprises instant SEQ ID NO: 125 when Zl is Leu or Asp-Leu, Z2 is Glu, and 
Z3 is 0-3 amino acids: 

Leu-Asp-Leu-Glu-Leu-Arg-Leu 
Asp-Leu-Asp-Leu-Glu-Leu-Arg-Leu. 

Instant SEQ ID NO: 31 and 61 comprise Asp-Leu-Asp-Leu-Glu-Leu-Arg-Leu at amino acid 
residues 194-201 and 20-27, respectively. Because instant Claim 30 is drawn to SEQ ID NO: 31 and 
SEQ ID NO: 61 having an indefinite number of deletions, substitutions, and additions, Takatsuji et 
al. SEQ ID NO: 2 anticipates SEQ ID NO: 125, SEQ ID NO: 26, SEQ ID NO: 31 and NO: 61 (Claim 30). 

Takatsuji et al. teach the gene encoding PetSLP2 as SEQ ID NO: 1. Therefore, Takatsuji et 
al. teach a gene encoding Asp-Leu-Asp-Leu-Glu-Leu-Arg-Leu 

which comprises instant SEQ ID NO: 126 when Z4 is Glu: 
Asp-Leu-Glu-Leu-Arg-Leu 

and which is or comprises instant SEQ ID NO: 125 when Zl is Leu or Asp-Leu, Z2 is Glu, and 
Z3 is 0-3 amino acids: 
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Leu-Asp-Leu-Glu-Leu-Arg-Leu 
Asp-Leu-Asp-Leu-Glu-Leu-Arg-Leu (Claim 32, 33). 
In Example 3, Takatsuji et al. teach that the plasmid pSPORT/PetSPL2 which comprises the 
gene PetSPL2 (Claim 35, 38). 

In Example 4, the pSPORT/PetSPL2 vector was used to transform petunia cells (Claim 36, 
39) and in Example 5, the transformed plants expressing the vector is taught (Claim 37, 40). 

Claims 30, 32, and 33 are rejected under 35 U.S.C. 102(b) as being anticipated by Sato et 
al. (2000; Structural analysis of arabidopsis thaliana chromosome 3. Sequence features of the 
regions of 4,504,864 bp covered by sixty PI and Tac clones. DNA Res. 7: 131-135). 

Sato et al. teach TAC clone K14B15 encoding a 172 amino acid zinc finger transcription 
factor comprising: 

Asp-Leu-Asp : Leu-Asp-Leu-Arg-Leu at positions 159-166 

which comprises instant SEQ ID NO: 126 when 14 is Asp: 
Asp-Leu-Asp-Leu-Arg-Leu 

and which is or comprises instant SEQ ID NO: 125 when Zl is Leu or Asp-Leu, Z2 is Asp, and 
Z3 is 0-6 amino acids: 

Leu-Asp-Leu-Aps-Leu-Arg-Leu . 
Asp-Leu-Asp-Leu-Asp-Leu-Arg-Leu. 

Instant SEQ ID NO: 31 and 61 comprise Asp-Leu-Asp-Leu-Glu-Leu-Arg-Leu at amino acid 
residues 194-201 and 20-27, respectively. Because instant Claim 30 is drawn to SEQ ID NO: 31 and 
SEQ ID NO: 61 having an indefinite number of deletions, substitutions, and additions, Sato et al. 
SEQ ID NO: 2 anticipates SEQ ID NO: 31 and NO: 61 (Claim 30). 

Sato et al. teach the gene encoding TAC clone K14B15 (Claims 32, 33). 
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Applicants argue Takatsuji et al. and Sato et al. together at page 4 of their response. 
Applicants urge that the phrase "consists of" overcomes these rejections. As noted below in the 
New Rejection under 35 (JSC 1 12, 2 nd paragraph, the phrase is indefinite because the options 
are varied. Regarding Claims 32 and 33, a gene encodes a fragment as well as a full-length 
protein. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be negatived by the manner 
in which the invention was made. 

Claims 29-43 are again rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takatsuji et al. (USP 6,215,043 (issued April 10, 2001 and filed September 18, 1998). 

Takatsuji et al. teach petunia transcription factor PetSPL2 having Takatsuji et al. SEQ ID 
NO: 2. In Takatsuji et al. SEQ ID NO: 2, amino acid residues 196-203 in the 206 amino acid 
sequence are: 

Asp-Leu-Asp-Leu-Glu-Leu-Arg-Leu 

which comprises instant SEQ ID NO: 126 when 14 is Glu (Claim 29): 

Asp-Leu-Glu-Leu-Arg-Leu 
and which is or comprises instant SEQ ID NO: 125 when Zl is Leu or Asp-Leu, 12 is Glu, and 
13 is 0-3 amino acids (Claim 29): 

Leu-Asp-Leu-Glu-Leu-Arg-Leu 
Asp-Leu-Asp-Leu-Glu-Leu-Arg-Leu. 
Instant SEQ ID NO: 31 and 61 comprise Asp-Leu-Asp-Leu-Glu-Leu-Arg-Leu at amino acid 
residues 194-201 and 20-27, respectively. Because instant Claim 30 is drawn to SEQ ID NO: 31 and 
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SEQ ID NO: 61 having an infinite number of deletions, substitutions, and additions, Takatsuji et al. 
SEQ ID NO: 2 anticipates SEQ ID NO: 31 and NO: 61 (Claim 30). 

Takatsuji et al. teach the gene encoding PetSLP2 as SEQ ID NO: 1 (Claim 32, 33). 

In Example 3, Takatsuji et al. teach the plasmid pSPORT/PetSPL2 comprises the gene 
PetSPL2 (Claim 35, 38). In Example 4, the pSPORT/PetSPL2 vector was used to transform petunia 
cells (Claim 36, 39) and in Example 5, the transformed plants expressing the vector is taught 
(Claim 37, 40). 

As noted in the restriction requirement: 

If Applicants believe that their sequences are so overlapping as to be obvious 
variants of each other, Applicants may choose a single sequence for search, this 
sequence being a representative sequence of all sequences or a designated subset of 
the sequences, as Applicant may choose. If Applicant present a single sequence to 
represent all sequences claimed, it will be understood that if this sequence or any 
sequence is found, the remaining sequences will be considered to be obvious variants of 
the found sequence. 

Applicants elected Group 3, drawn to peptides having SEQ ID NO: 125: Zl-Asp-Leu-Z2- 
Leu-Arg-Leu-Z3 wherein Zl denotes Leu, Asp-Leu, or Leu-Asp-Leu; Z2 denotes Glu, Gin, or Asp; 
and Z3 denotes 0 to 10 amino acid residues. 

Takatsuji et al. teach claimed sequences Asp-Leu-Glu-Leu-Arg-Leu, Leu-Asp-Leu-Glu- 
Leu-Arg-Leu, and Asp-Leu-Asp-Leu-GIu-Leu-Arg-Leu and the DNA encoding these sequences, 
vectors, transformants, and transformed plants expressing these sequences. Therefore, the 
remaining sequences, including the chimeric proteins and genes, are considered to be obvious 
variants of the found sequences (29-31, 32-43). 

Claims 29-33 are again rejected under 35 U.S.C. 103(a) as being unpatentable over Sato 
et al. (2000; Structural analysis of arabidopsis thaliana chromosome 3. Sequence features of the 
regions of 4,504,864 bp covered by sixty PI andTac clones. DNA Res. 7: 131-135). 
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The teachings of Sato et al. regarding Claims 1 7-23 are set forth above. 

As noted in the restriction requirement: 

If Applicants believe that their sequences are so overlapping as to be obvious 
variants of each other, Applicants may choose a single sequence for search, this 
sequence being a representative sequence of all sequences or a designated subset of 
the sequences, as Applicant may choose. If Applicant present a single sequence to 
represent all sequences claimed, it will be understood that if this sequence or any 
sequence is found, the remaining sequences will be considered to be obvious variants of 
the found sequence. 

Applicants elected Group 3, drawn to peptides having SEQ ID NO: 125: Zl-Asp-Leu-Z2- 
Leu-Arg-Leu-Z3 wherein Zl denotes Leu, Asp-Leu, or Leu-Asp-Leu; Z2 denotes Glu, Gin, or Asp; 
and Z3 denotes 0 to 10 amino acid residues. 

Sato et al. teach claimed sequences Asp-Leu-Asp-Leu-Arg-Leu, Leu-Asp-Leu-Asp-Leu- 
Arg-Leu, and Asp-Leu-Asp-Leu-Asp-Leu-Arg-Leu and the DNA encoding these sequences. 
Therefore, the remaining sequences, including the chimeric proteins and genes, are considered 
to be obvious variants of the found sequences (Claims 29-33). 

Applicants argue both Takatsuji et al. and Sato et al. together at page 4-5 of their 
response. Applicants urge that the limitations "capable of converting a transcription factor into 
a transcriptional repressor" reads over the teachings of Takatsuji et al. and Sato, et al. It follows 
that once the structure has been found, the function is inherent. Therefore, this argument is not 
persuasive. 

New Rejections: 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 



Application/Control Number: 10/500,361 Page 8 

Art Unit: 1656 

and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

Claims 30, 31, 33, 34, and 38-43 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Applicants have amended the claims such that "plurality" has been replaced with 
"several". Applicants have not stated where there is support for this amendment in the 
specification, and the Examiner's quick perusal of the specification did not find support for this 
amendment. Therefore, this is new matter. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 29-43 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as 

the invention. 

Claim 29 refers to a peptide that consists of SEQ ID NO: 125 or NO: 126, but each of these 
sequences gave variable amino acids; therefore, one cannot know what sequence the peptide 
consists of because the sequence varies. 

In Claim 30, it is not clear how many amino acid substitutions, addition, and deletions are 
encompassed by the term "several". Additionally, Claim 30 refers to a peptide that consists of 
SEQ ID NO: 31 or NO: 61 with variables; therefore, one cannot know what sequence the peptide 
consists of because the sequence varies. 

Claim 34 refers to a fusion protein of Claim 30, which does not comprise a fusion protein. 
It appears that Claim 34 should be taken to depend from Claim 31 . 
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No Claims are allowed. 

Applicant's amendment necessitated the new ground (s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on the 
date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Karen Cochrane Carlson, Ph.D. whose telephone number is 571-272-0946. 
The examiner can normally be reached on 7:00 AM - 4:00 PM, off alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Kathleen Kerr can be reached on 571-272-0931 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the.status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

KAREN COCHRANE CARLSON, PH.O 
PRIMARY EXAMINER 



*** 




